
 

 

UNITED STATES DISTRICT COURT  
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION  
 
SABATINO BIANCO, MD    § 
       § 

Plaintiff,      § 
      § 

v.       § Case No. 2:12-cv-00147-WCB 
       § 
GLOBUS MEDICAL, INC.    § 
       § 

Defendant.      § 
 

NOTICE OF APPEAL 

Notice is given that Globus Medical, Inc. (“Globus”), the defendant in this case, appeals 

to the United States Court of Appeals for the Federal Circuit from the judgment entered in this 

action on July 17, 2014 (Docket No. 315), made final by the Court’s orders dated October 27, 

2014 (Docket Nos. 338 and 339), deciding motions under Federal Rules of Civil Procedure 50 

and 59. The defendant’s intent is to appeal from the final judgment in this case and any prior 

interlocutory orders encompassed by that judgment. 

Globus appealed to the Court of Appeals for the Fifth Circuit on November 12, 2014. The 

plaintiff, Sabatino Bianco, asserts that the Court of Appeals for the Federal Circuit has exclusive 

jurisdiction over Globus’s appeal from the judgment entered in this Court because Bianco pled a 

correction of inventorship claim under 35 U.S.C. § 256 in his original and amended complaints. 

Globus is withdrawing its Fifth Circuit appeal with Bianco’s consent and without prejudice to the 

filing of this appeal to the Court of Appeals for the Federal Circuit. 

In filing this notice of appeal, Globus expressly reserves the right to move the Court of 

Appeals for the Federal Circuit to transfer this appeal to the Court of Appeals for the Fifth 

Circuit in the event that Bianco does not appeal the denial of relief on his correction of 

inventorship claim. Globus’s appeal from the judgment in this case involves no claims or issues 
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arising under any Act of Congress relating to patents. Absent an appeal by Bianco of his 

inventorship claim, the Court of Appeals for the Federal Circuit lacks jurisdiction under 28 

U.S.C. § 1295(a)(1). To the extent existing case law suggests that § 1295(a)(1) provides the 

Court of Appeals for the Federal Circuit with jurisdiction over an appeal that involves no claim 

arising under any law relating to patents, such precedent should be overturned. 

Respectfully submitted,  
 
/s/ Thomas W. Sankey    
Thomas W. Sankey (Lead Counsel) 
State Bar No. 17635670 
E-mail: twsankey@duanemorris.com 
Gregory M. Luck 
State Bar No. 12666380 
E-mail: gmluck@duanemorris.com 
Diana M. Sangalli 
State Bar No. 24033926 
E-mail: dmsangalli@duanemorris.com 
Corey M. Weideman 
State Bar No. 24056505 
Email: cmweideman@duanemorris.com 
Duane Morris LLP 
1330 Post Oak Boulevard, Suite 800 
Houston, Texas 77056 
Telephone: (713) 402-3900 
Facsimile: (713) 402-3901 
 
Matthew A Taylor (pro hac vice) 
mataylor@duanemorris.com 
Lawrence H. Pockers (pro hac vice) 
lhpockers@duanemorris.com 
Jeffrey S. Pollack 
jspollack@duanemorris.com 
Duane Morris LLP 
30 South 17th Street 
Philadelphia, PA 19103-4196 
Telephone: (215) 979-1000 
Facsimile: (215) 979-1020 
 
COUNSEL FOR DEFENDANT 
GLOBUS MEDICAL, INC. 

November 20, 2014  

Case 2:12-cv-00147-WCB   Document 342   Filed 11/20/14   Page 2 of 3 PageID #:  13366Case: 15-1193      Document: 1-2     Page: 2     Filed: 12/11/2014



 

 

CERTIFICATE OF SERVICE 

I certify that on November 20, 2014, I electronically filed the foregoing document with 

the Clerk of the Court for the U.S. District Court, Eastern District of Texas, Marshall Division, 

using the Court’s CM/ECF system which will send notice of filing to all counsel of record who 

are deemed to have consented to electronic service per Local Rule CV-5(a)(3). 

/s/ Thomas W. Sankey   
Thomas W. Sankey 

DM1\5164414.1 
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            IN THE UNITED STATES DISTRICT COURT 

  FOR THE EASTERN DISTRICT OF TEXAS 
MARSHALL DIVISION 

 
 

SABATINO BIANCO, M.D., 
 
                Plaintiff, 
 
                v. 
 
GLOBUS MEDICAL, INC., 
 
                Defendant.                                          

§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 

 Case No. 2:12-CV-00147-WCB 

   
 
 

FINAL JUDGMENT 

 This action was tried to a jury, with the undersigned presiding, and the jury returned a 

verdict on the legal claims submitted to it.  The Court conducted a bench trial during the same 

period and with some additional evidence submitted on certain equitable claims and made 

findings of fact and conclusions of law with respect to those equitable claims. 

 In consideration thereof, it is ORDERED, ADJUDGED, and DECREED that: 

 1.  The defendant is found to have misappropriated the plaintiff’s trade secrets (First 

Amended Complaint (“FAC”) Count I).  The plaintiff is awarded $4,295,760 in damages for the 

misappropriation, the amount found by the jury in its verdict. 

 2.  In accordance with the jury’s verdict and the Court’s legal rulings during trial, the 

defendant is found not to be liable for breach of contract (FAC Count II), unfair competition 

(FAC Count IV), fraud (FAC Count V), misappropriation of confidential information (FAC 

Count VII), disgorgement of profits (FAC Count VIII), and exemplary damages (FAC Count 

IX). 
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 3.  In accordance with the Court’s findings of fact and conclusions of law, the plaintiff is 

found not to be entitled to correction of inventorship (FAC Count III), and the defendant is found 

not to be liable for unjust enrichment (FAC Count VI).   

 4.  In accordance with the Court’s findings of fact and conclusions of law, the plaintiff’s 

request for a permanent injunction against the defendant (FAC Count X) is denied. 

 5.  In accordance with the Court’s prior rulings, the defendant’s two counterclaims for 

attorney fees are denied. 

 6.  Pursuant to the equitable proceeding held before the Court to determine an ongoing 

royalty in lieu of an injunction, the plaintiff is awarded an ongoing royalty of 5% of the net sales 

of the defendant’s Caliber, Caliber-L, and Rise products, or products that are not colorably 

different from those products.  The covered sales will be those made starting on January 18, 

2014, and the royalty period will extend for a period of 15 years from July 1, 2007, i.e., until 

June 30, 2022.  “Net sales” will be defined to  mean “total sales price invoiced and received for 

Caliber, Caliber-L, and Rise products sold, after deducting (a) cost of goods sold and sales 

commissions, (b) federal, state, local and foreign sales, excise or other taxes or tariffs, (c) freight, 

transportation, shipping, and insurance charges, (d) allowances, rebates, credits and refunds, (e) 

charge back payments and rebates (or the equivalent thereof) (f) trade and quantity discounts, 

retroactive price reductions, or other allowances, (g) license fees, royalties, or other similar 

payments to third parties in connection with the sale of Caliber, Caliber-L, or Rise products, and 

(h) any import or export duties, tariffs, or similar charges.”  Any ongoing royalty payments will 

be made on a quarterly basis with a right to periodic accounting of the royalty-bearing sales.   
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 It is further ORDERED, ADJUDGED, and DECREED that the defendant is liable to the 

plaintiff for prejudgment interest for the period from January 18, 2014, to July 17, 2014, at the 

rate of 5% simple interest, the current rate set by the Texas Consumer Credit Commissioner, on 

the verdict amount of $4,295,760.  Under Texas law, if the case is not one in which prejudgment 

interest is mandated by statute, the decision whether to impose prejudgment interest turns on 

common-law equitable principles.   See Johnson & Higgins of Tex., Inc. v. Kenneco Energy, 

Inc., 962 S.W.2d 507, 528 (Tex. 1998).  In cases such as this one, involving only economic 

injury flowing from a business tort, prejudgment interest is not mandated by the Texas statute, 

which requires prejudgment interest in wrongful death, personal injury, and property damage 

cases.  See Tex. Fin. Code § 304.102, Johnson & Higgins, 962 S.W.2d at 530 (“[P]urely 

economic losses stemming from . . . breach of contract . . . do not fall within the scope of 

‘property damage cases,’ which only include claims for damage to tangible property, not 

economic loss or loss of economic opportunity.”).1  Under common-law equitable principles that 

govern cases such as this one, the court may exercise discretion in deciding whether to award 

1  Dr. Bianco cites Retractable Technologies, Inc. v. Occupational & Medical 
Innovations, Ltd., 2010 WL 3199624, at *4 (E.D. Tex. Aug. 11, 2010), which interpreted the 
“property damage” category of the Texas statute to include trade secret cases.  However, Texas 
cases, including the decision of the Texas Supreme Court in Johnson & Higgins, interpret 
business tort cases involving only economic injury as falling outside the scope of that statute.  
See, e.g., Johnson & Higgins, 962 S.W.2d at 530 (breach of contract); Total E & P USA, Inc. v. 
Mo-Vac Serv. Co., 2012 WL 3612505, at *8 (Tex. App. Aug. 23, 2012) (breach of 
confidentiality); Formosa Plastics Corp., USA v. Kajima Int’l, Inc., 216 S.W.3d 436, 465 (Tex. 
App. 2006) (fraud); Welder v. Green, 985 S.W.2d 170, 179-80 (Tex. App. 1998) (breach of 
fiduciary duty); see also Int’l Turbine Servs., Inc. v. VASP Brazilian Airlines, 278 F.3d 494, 
499-500 (5th Cir. 2002) (breach of contract); Giddy Up, LLC v. Prism Graphics, Inc., 2007 WL 
3125312, at *1 (N.D. Tex. Oct. 24, 2007) (breach of contract, fraud, deceptive trade practices); 
Based on that consistent line of authority, the Court declines to follow the decision in Retractable 
Technologies. 
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prejudgment interest.  Citizens Nat’l Bank and Lender Asset Recovery, Inc. v. Allen Rae 

Investments, Inc., 142 S.W.3d 459, 487 (Tex. App. 2004).   

 The jury returned an award of damages which, according to the Court’s instructions, was 

what the jury found to be “the amount Dr. Bianco has lost.”  The verdict thus constituted full 

compensation for the injury to Dr. Bianco up to the time of trial.  Under these circumstances, the 

Court considers that it would be an inequitable form of double counting to impose an award of 

prejudgment interest for the period between the filing of the lawsuit and the date of the 

judgment, as Dr. Bianco requests.  See Richter, S.A. v. Bank of Am. Nat’l Trust & Sav. Ass’n, 

939 F.2d 1176, 1198 (5th Cir. 1991).   

 Even if the jury’s verdict is viewed as not including the time-value of accruing royalty 

payments, Dr. Bianco’s method of calculating prejudgment interest would still overcompensate 

him for sales made during the time the case was pending.  That is because Dr. Bianco’s method 

would impose prejudgment interest on the entire verdict amount from the date the action was 

filed even though many of the sales of the relevant product occurred after that date.  Therefore, 

the Court exercises its discretion, based on the governing standards applied under Texas law, to 

deny prejudgment interest for the period between the filing of suit and the jury’s verdict.  

However, because the plaintiff is not entitled to recover postjudgment interest under 28 U.S.C. 

§ 1961 for the period between the verdict and the judgment, see Kaiser Aluminum & Chem. 

Corp. v. Bonjorno, 494 U.S. 827, 835 (1990), the Court deems it equitable to award prejudgment 

interest for that period.  Accordingly, the Court awards Dr. Bianco prejudgment interest in the 

amount of $105,922.80. 
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 It is further ORDERED, ADJUDGED, and DECREED that the plaintiff was the 

prevailing party in this action and that costs are therefore taxed against the defendant.  See Shum 

v. Intel Corp., 629 F.3d 1360, 1367-70 (Fed. Cir. 2010).  However, because the plaintiff was 

unsuccessful on all but one of his legal claims and all three of his equitable claims, and because 

the plaintiff’s recovery that was awarded by the jury was significantly less than the amount the 

plaintiff sought in the form of a disgorgement award, the award of costs will be reduced by half 

from the taxable amount of $51,217.74.  See Shum, 629 F.3d at 1370 (“It was not unreasonable 

for the district court to consider which claims the parties respectively won, or to reduce the 

prevailing party's costs award to reflect the extent of its victory (i.e., the claims it lost).”).  

Accordingly, the plaintiff will be awarded one-half of his taxable costs, in the amount of 

$25,608.87. 

 If either party chooses to seek postjudgment relief under Rule 50 or Rule 59 of the 

Federal Rules of Civil Procedure, all such requests shall be filed in the form of a single motion 

per party not more than 25 pages in length.  The motion shall be filed no later than 28 days after 

the date of the entry of this judgment.  The Court will strictly enforce those page and time 

limitations. 

 IT IS SO ORDERED. 

 SIGNED this 17th day of July, 2014. 

 
 
      _____________________________ 
      WILLIAM C. BRYSON 
      UNITED STATES CIRCUIT JUDGE 
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